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DETAILED ACTION 

1 . Application No. 1 0/596,969 filed on 06/30/2006 has been examined. In this Office 
Action, claims 1-44 are pending. 

Oath/Declaration 

2. The applicant's oath/declaration has been reviewed by the examiner and is found to 
conform to the requirements prescribed in 37 C.F.R. 1.63. 

Priority 

3. As required by M.P.E.P. 201.14(c), acknowledgement is made of applicant's claim for 
priority based on the application filed on Dec 30, 2003 (60/533,143). 

Drawings 

4. The applicant's drawings submitted are acceptable for examination purposes. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-44 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 
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For claims 1 and 24 Method steps do not associated with particular machine (general 
computer); therefore, it is rejected under 35 U.S.C. 101. 

Based on Supreme Court precedent and recent Federal Circuit decisions, the Federal Circuit in In 
re Bilski, must (1) be tied to another statutory class (such as a particular apparatus) or (transform 
underlying subject matter (such as an article or materials) to a different state or thing. 

Claims 2-12 are also rejected under 35 U.S. C 101 because they fail to resolve the 
deficiencies of claim 1 . 

Claims 25-34 are also rejected under 35 U.S. C 101 because they fail to resolve the 
deficiencies of claim 24. 

Claims 13 and 35 recites the use of various components and elements that would be 
reasonably understood by one of ordinary skill in the art to mean software, a software based 
component implementation, or an abstract concept based on software. Examples of components 
and concepts used in the claim are: generating at least one module, adding user information, 
comparing the user information, generating a report and other such terms that are interpreted to 
mean abstract concepts and software implementations. There are no definitive hardware or 
physical components associated with these examples in the claims or in the specification. 

The claims lack the necessary physical articles or objects to constitute a machine or a 
manufacture within the meaning of 35 USC 101. They are clearly not a series of steps or acts to 
be a process nor are they a combination of chemical compounds to be a composition of matter. 
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As such, they fail to fall within a statutory category. They are, at best functional descriptive 
material per se. 

Descriptive material can be characterized as either "functional descriptive material" or 
"nonfunctional descriptive material." Both types of "descriptive material" are nonstatutory when 
claimed as descriptive material per se, 33 F.3d at 1360, 31 USPQ2d at 1759. When functional 
descriptive material is recorded on some computer-readable medium, it becomes structurally and 
functionally interrelated to the medium and will be statutory in most cases since use of 
technology permits the function of the descriptive material to be realized. Compare In re Lowry, 
32 F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed Cir. 1994). 

Merely claiming non functional descriptive material, i.e., abstract ideas stored on a 
computer-readable medium, in a computer, or on an electromagnetic carrier signal, does not 
make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that the claims for an 
algorithm in Benson were unpatentable as abstract ideas because "[t]he sole practical application 
of the algorithm was in connection with the programming of a general purpose computer."). 

Claims 14-23 are also rejected under 35 U.S. C 101 because they fail to resolve the 
deficiencies of claim 13. 

Claims 36-44 are also rejected under 35 U.S. C 101 because they fail to resolve the 
deficiencies of claim 35. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 35 U.S.C. 103(a), the examiner presumes 
that the subject matter of the various claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sheppard et 
al (US PAT. NO: 5,820,386) in view of Boe et al (US PAT.NO: 6,236,975 Bl). 

As per claim 1, Sheppard teaches a method for evaluating information, comprising the 
steps of: generating at least one module containing selected information in a chosen subject area, 
the at least one module including at least one metric from at least one source in the subject area 
(col. 7, lines 22-26, Database includes all that is needed to accurately test user knowledge of 
topics with question/fact sets. For dictionary-type topics there is optionally one or more 
multiple-choice selection sets for each topic. For encyclopedia-type topics there are optionally 
multiple facts about each topic available for use as clues from which the user is asked to identify 
the topic); prompting a user of the at least one module for user information relating to the chosen 
subject area (Fig. 4, Ask user for age level and desired topic area); adding the user information to 
the module (Fig. 4, narrow topic list to those meeting above criteria); comparing the user 
information with the at least one metric to produce at least one score (col. 7, lines 53-55, if the 
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answer is correct points are added to the user score and the user is asked whether or not to 
continue, if the user wishes to stop a final score is displayed); 
But does not explicitly teach generating a report derived from the at least one score. 
However, Boe teaches generating a report derived from the at least one score (Fig. 6b, col. 19, 
lines 10-20, report for a business representative generated by business report generator, the 
report may also include a product/service identifier, columns in the report may include customer 
identification number, probability of purchase and link to probability). 

It would have been obvious to one of the ordinary skill in the art at the time invention was made 
to combine Boe's teaching with Sheppard's teaching allows the business to target its marketing 
efforts for specific products and services to specific customers who are more likely than the 
general population to purchase those products and services (col.l, lines 58-63, Boe). 

As per claim 2, further comprising the steps of changing the user information in the 
module to produce new user information, and comparing the new user information with the at 
least one metric to produce at least one second score (Fig. 6b, Boe). 

As per claim 3, wherein said steps of changing the new user information and comparing 
new user information are repeated until a desired at least one second score is obtained (Fig. 6b, 
Boe). 

As per claim 4, wherein the chosen subject area comprises business, and wherein the 
selected information comprises financial data and non-financial data, the non- financial data 
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comprising at least one of: information relating to businesses similar to that of the user, previous 
user response information, business rules, business boundary conditions, organization chart data, 
supply chain data, market data, regulatory data, environmental data, communication link data, 
human resources data, data relating to operations, data relating to products and services, data 
relating to technologies used in providing such products and services, and data relating to 
business success or business failure (col.l, lines 58-63, Boe). 

As per claim 5, wherein said at least one module is part of a database (col. 7, lines 35-40, 
Sheppard). 

As per claim 6, wherein said step of comparing is performed using a computer. 

As per claim 7, wherein the algorithms are selected from the group consisting of 
benchmarking, pattern recognition analysis, complexity analysis, automatic adaptation, 
prioritization concept recognition, conceptual relationship analysis, arithmetic logic, symbolic 
rule induction, self-organizing data and information mapping, neural network analysis, decision 
tree classification, lexicon development, and scoring key creation, are used by the computer in 
said step of comparing. 

As per claim 8, wherein the computer is selected from the group consisting of stand alone 
computers, linked computers, and a computer network (Fig.l, Boe). 
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As per claim 9, wherein the computer network comprises a local area network (col. 3, 
lines 62-67, Boe). 

As per claim 10, wherein the computer network comprises a wide area network (col. 3, 
lines 62-67, Boe). 

As per claim 11, wherein the computer network comprises the internet (col. 3, lines 62-67, 

Boe). 

As per claim 12, further comprising the step of using the report to generate a decision- 
making assessment (oil 8, lines 54-29, Boe). 

As per claim 13, Sheppard teaches an apparatus for evaluating information, comprising in 
combination: means for generating at least one module containing selected information in a 
chosen subject area, said at least one module including at least one metric from at least one 
source in the subject area (col.7, lines 22-26, Database includes all that is needed to accurately 
test user knowledge of topics with question/fact sets. For dictionary-type topics there is 
optionally one or more multiple-choice selection sets for each topic. For encyclopedia-type 
topics there are optionally multiple facts about each topic available for use as clues from which 
the user is asked to identify the topic); means for adding user information relating to the chosen 
subject area to said at least one module (Fig.4, narrow topic list to those meeting above criteria); 
means for comparing the user information with the at least one metric to produce at least one 
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score (col. 7, lines 53-55, if the answer is correct points are added to the user score and the user is 

asked whether or not to continue, if the user wishes to stop a final score is displayed); 

But does not explicitly teach means for generating a report derived from the at least one score. 

However, Boe teaches means for generating a report derived from the at least one score (Fig. 6b, 

col. 19, lines 10-20, report for a business representative generated by business report generator, 

the report may also include a product/service identifier, columns in the report may include 

customer identification number, probability of purchase and link to probability). 

It would have been obvious to one of the ordinary skill in the art at the time invention was made 

to combine Boe's teaching with Sheppard's teaching allows the business to target its marketing 

efforts for specific products and services to specific customers who are more likely than the 

general population to purchase those products and services (col.l, lines 58-63, Boe). 

As per claim 14, further comprising means for changing the user information in said 
module to produce new user information, and means for comparing the new user information 
with the at least one metric to produce at least one second score Fig. 6b, Boe). 

As per claim 15, wherein the chosen subject area comprises business, and wherein the 
selected information comprises financial data and non-financial data, the non-financial data 
comprising at least one of: information relating to businesses similar to that of the user, previous 
user response information, business rules, business boundary conditions, organization chart data, 
supply chain data, market data, regulatory data, environmental data, communication link data, 
human resources data, data relating to operations, data relating to products and services, data 
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relating to technologies used in providing such products and services, and data relating to 
business success or business failure (coll, lines 58-63, Boe). 

As per claim 16, wherein said at least one module is part of a database col. 7, lines 35-40, 
Sheppard). 

As per claim 17, wherein said means for comparing comprises a computer (Fig. 1, Boe). 

As per claim 18, wherein said computer uses algorithms selected from the group 
consisting of benchmarking, pattern recognition analysis, complexity analysis, automatic 
adaptation, prioritization concept recognition, conceptual relationship analysis, arithmetic logic, 
symbolic rule induction, self-organizing data and information mapping, neural network analysis, 
decision tree classification, lexicon development, and scoring key creation (col. 7, lines 20-40, 
Sheppard). 

As per claim 19, wherein said computer is selected from the group consisting of stand 
alone computers, a plurality of linked computers, and a computer network (Fig. 1, Boe). 

As per claim 20, wherein said computer network comprises a local area network (col. 3, 
lines 62-67, Boe). 

As per claim 21, wherein said computer network comprises a wide area network (col. 3, 
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As per claim 22, wherein said computer network comprises the internet (col. 3, lines 62- 
67, Boe). 

As per claim 23, wherein the generated report is used to generate a decision-making 
assessment (col. 18, lines 54-29, Boe). 

As per claim 24, Sheppard teaches a method for evaluating business information, 
comprising the steps of: 

prompting a user of the at least one module for user information relating to the chosen subject 
area (Fig. 4, Ask user for age level and desired topic area); 

adding the user information to the module (Fig.4, narrow topic list to those meeting above 
criteria); 

comparing the user information with the at least one metric to produce at least one score (col. 7, 
lines 53-55, if the answer is correct points are added to the user score and the user is asked 
whether or not to continue, if the user wishes to stop a final score is displayed); 
but doe not explicitly teach generating at least one module comprising financial data and non- 
financial data, the non-financial data comprising at least one of: information relating to 
businesses similar to that of the user, previous user response information, business rules, 
business boundary conditions, organization chart data, supply chain data, market data, regulatory 
data, environmental data, communication link data, human resources data, data relating to 
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operations, data relating to products and services, data relating to technologies used in providing 
such products and services, and data relating to business success or business failure, the at least 
one module including at least one metric from at least one source in the subject area; 
and generating a report derived from the at least one score. 

However, Boe teaches generating at least one module comprising financial data and non- 
financial data, the non-financial data comprising at least one of: information relating to 
businesses similar to that of the user, previous user response information, business rules, 
business boundary conditions, organization chart data, supply chain data, market data, regulatory 
data, environmental data, communication link data, human resources data, data relating to 
operations, data relating to products and services, data relating to technologies used in providing 
such products and services, and data relating to business success or business failure, the at least 
one module including at least one metric from at least one source in the subject area (col.l, lines 
58-63, a business may obtain information from customers that allows the business to target its 
marketing efforts for specific products and services to specific customers who are more likely 
than the general population to purchase those products and services); 

and generating a report derived from the at least one score (Fig. 6b, col. 19, lines 10-20, report for 
a business representative generated by business report generator, the report may also include a 
product/service identifier, columns in the report may include customer identification number, 
probability of purchase and link to probability). 

It would have been obvious to one of the ordinary skill in the art at the time invention was made 
to combine Boe's teaching with Sheppard's teaching allows the business to target its marketing 
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efforts for specific products and services to specific customers who are more likely than the 
general population to purchase those products and services (col.l, lines 58-63, Boe). 

As per claim 25, further comprising the steps of changing the user information in the 
module to produce new user information, and comparing the new user information with the at 
least one metric to produce at least one second score (Fig. 6b, Boe). 

As per claim 26, wherein said steps of changing the new user information and comparing 
new user information are repeated until a desired at least one second score is obtained (Fig. 6b, 
Boe). 

As per claim 27, wherein said at least one module is part of a database (col. 7, lines 35-40, 
Sheppard). 

As per claim 28, wherein said step of comparing is performed using a computer (Fig.l, 

Boe). 

As per claim 29, wherein the algorithms are selected from the group consisting of 
benchmarking, pattern recognition analysis, complexity analysis, automatic adaptation, 
prioritization concept recognition, conceptual relationship analysis, arithmetic logic, symbolic 
rule induction, self-organizing data and information mapping, neural network analysis, decision 
tree classification, lexicon development, and scoring key creation, are used by the computer in 



Application/Control Number: 10/596,969 Page 14 

Art Unit: 2166 

said step of comparing (col. 7, lines 20-40, Sheppard). 

As per claim 30, wherein the computer is selected from the group consisting of stand 
alone computers, linked computers, and a computer network (Fig.l, Boe). 

As per claim 31, wherein the computer network comprises a local area network (col. 3, 
lines 62-67, Boe). 

As per claim 32, wherein the computer network comprises a wide area network (col. 3, 
lines 62-67, Boe). 

As per claim 33, wherein the computer network comprises the internet (col. 3, lines 62-67, 

Boe). 

As per claim 34, further comprising the step of using the report to generate a decision- 
making assessment (col. 18, lines 54-29, Boe). 

As per claim 35, Sheppard teaches an apparatus for evaluating business information, 
comprising in combination: means for adding user information relating to the chosen subject area 
to said at least one module, wherein the user information comprises financial data plus other 
information (Fig.4, Ask user for age level and desired topic area); means for comparing the user 
information with the at least one metric to produce at least one score (col. 7, lines 53-55, if the 
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answer is correct points are added to the user score and the user is asked whether or not to 
continue, if the user wishes to stop a final score is displayed); 

But does not explicitly teach means for generating at least one module comprising financial data 
and non-financial data, the non-financial data comprising at least one of: information relating to 
businesses similar to that of the user, previous user response information, business rules, 
business boundary conditions, organization chart data, supply chain data, market data, regulatory 
data, environmental data, communication link data, human resources data, data relating to 
operations, data relating to products and services, data relating to technologies used in providing 
such products and services, and data relating to business success or business failure, the at least 
one module including at least one metric from at least one source in the subject area, said at least 
one module including at least one metric from at least one source in the subject area; and means 
for generating a report derived from the at least one score. 

However, Boe teaches means for generating at least one module comprising financial data and 
non-financial data, the non-financial data comprising at least one of: information relating to 
businesses similar to that of the user, previous user response information, business rules, 
business boundary conditions, organization chart data, supply chain data, market data, regulatory 
data, environmental data, communication link data, human resources data, data relating to 
operations, data relating to products and services, data relating to technologies used in providing 
such products and services, and data relating to business success or business failure, the at least 
one module including at least one metric from at least one source in the subject area, said at least 
one module including at least one metric from at least one source in the subject area(col.l, lines 
58-63, a business may obtain information from customers that allows the business to target its 
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marketing efforts for specific products and services to specific customers who are more likely 
than the general population to purchase those products and services); and means for generating a 
report derived from the at least one score (Fig.6b, col. 19, lines 10-20, report for a business 
representative generated by business report generator, the report may also include a 
product/service identifier, columns in the report may include customer identification number, 
probability of purchase and link to probability). 

It would have been obvious to one of the ordinary skill in the art at the time invention was made 
to combine Boe's teaching with Sheppard's teaching allows the business to target its marketing 
efforts for specific products and services to specific customers who are more likely than the 
general population to purchase those products and services (col.l, lines 58-63, Boe). 

As per claim 36, further comprising means for changing the user information in said 
module to produce new user information, and means for comparing the new user information 
with the at least one metric to produce at least one second score (Fig. 6b, Boe). 

As per claim 37, wherein said at least one module is part of a database (col. 7, lines 35-40, 
Sheppard). 

As per claim 38, wherein said means for comparing comprises a computer (Fig. 1, Boe). 

As per claim 39, wherein said computer uses algorithms selected from the group 
consisting of benchmarking, pattern recognition analysis, complexity analysis, automatic 
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adaptation, prioritization concept recognition, conceptual relationship analysis, arithmetic logic, 
symbolic rule induction, self-organizing data and information mapping, neural network analysis, 
decision tree classification, lexicon development, and scoring key creation (col. 7, lines 20-40, 
Sheppard). 

As per claim 40, wherein said computer is selected from the group consisting of stand 
alone computers, a plurality of linked computers, and a computer network (Fig. 1 , Boe). 

As per claim 41, wherein said computer network comprises a local area network (col. 3, 
lines 62-67, Boe). 

As per claim 42, wherein said computer network comprises a wide area network (col. 3, 
lines 62-67, Boe). 

As per claim 43, wherein said computer network comprises the internet (col. 3, lines 62- 
67, Boe). 

As per claim 44, wherein the generated report is used to generate a decision-making 
assessment (col. 18, lines 54-29, Boe). 
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Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1, 13, 24 and 35 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 13, 24 and 35 of copending 
Application No. 1 1/0270 1 1 . 

The following table shows the claims in Instant Application that are rejected by 



corresponding claim(s) in 1 1/02701 1. 



Instant Application 


Application 11/027011 


Claims 1, 13, 24 and 35 


Claims 13, 24 and 35 
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Although the conflicting claims are not identical, they are not patentably distinct from 
each other because they are substantially similar in scope and they use the similar limitations to 
produce the same end result of providing a communication device with multiple functionalities. 

It would have been obvious to a person with ordinary skills in the art at the time of the 
invention was made to modify or to omit the additional elements of ODP claim(s) of copending 
applications listed above to arrive at claim 1, 13, 24 and 35 of the instant application because 
the person would have realized that the remaining element would perform the same functions as 
before. " Omission of element ad its function in combination is obvious expedient if the 
remaining elements perform same functions as before ." See In re Karlson (CCPA) 136 USPQ 
184, decide Jan 16, 1963, Appl. No. 6857, U.S. Court of Customs and Patent Appeals. 

This is a provisional obvious double patenting rejection since the conflicting claims have 
not yet been patented. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Azam Cheema whose telephone number is 571-270-1753. The 
examiner can normally be reached on Monday-Friday 7.30a.m-5.00p.m ALT Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alam Hosain can be reached on 571-272-3978. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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